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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

!)□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)(3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1-11 and 15-20 is/are pending in the application. 

4a) Of the above claim(s) 15-20 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [3 Claim(s) 1.2 and 11 is/are rejected. 

7) S Claim(s) 3-10 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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5) d Notice of Informal Patent Application (PTO-152) 
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DETAILED ACTION 

Election/Restriction 

1 . Applicant's election without traverse of Group I, claims 1-1 1 and canceling non- 
elected claims 12-14 on 01-14-05 are acknowledged. Non-elected claims 15-20 which 
depend on canceled claims 12-14 are also withdrawn from consideration and should be 
cancel in the next amendment. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1, 2 and 11 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Shum (US 6,841 ,824). 

Regarding claims 1 and 11, Shum discloses a semiconductor circuit comprising: a 
MOS transistor having spaced-apart source and drain regions of a first condudivity 

type (n-type) that contact a semiconductor region (a p-well 41) of a second conductivity 
type, the semiconductor region having a top surface, one of the source and drain regions 
having a first bottom point that lies furthest away from the top surface, and a first depth 
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measured from the top surface to the first bottom point along a line perpendicular to the 
top surface; a channel region located between the source and drain regions; and a gate 
formed over, and insulated from, the channel region; and a cell having: spaced-apart 
source and drain regions of the first conductivity type that contact the semicondudor 
region, one of the source and drain regions of the imaging cell having a second bottom 
point that lies furthest away from the top surface, and a second depth measured from the 
top surface to the second bottom point along a line perpendicular to the top surface; 

a channel region located between the source and drain regions of the cell; and a floating 
gate ( 22) formed over, and insulated from, the channel region of the cell, a control gate 
(26) formed over and insulated from the floating gate. See Fig. 8. 

The term " imaging" in claim 1 is taken to be mere statements of intended use which 
does not add any structure, therefore it has not been given any patentable weight. 
Claims directed to apparatus must be distinguished from the prior art in terms of 
structure rather than function. In re Danley,120 USPQ 528, 531 (CCPA 1959). 
"Apparatus claims cover what a device is, not what a device does. "(emphasis in 
original) Hewlett - Packard Co. V. Bausch & Lomb Inc., 15 USPQ2d 1525, 1528 (Fed. 
Cir. 1990). A claim containing a "recitation with respect to the manner in which a 
claimed apparatus is intended to be employed does not differentiate the claimed 
apparatus from a prior art apparatus" if the prior art apparatus teaches all the structural 
limitations of the claim. Ex parte Masham, 2 USPQ2d 1647. Claims directed to 
apparatus must be distinguished from the prior art in terms of structure rather than 
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function. In re Danley.120 USPQ 528, 531 (CCPA 1959). "Apparatus claims cover what 
a device is, not what a device does. "(emphasis in original) Hewlett - Packard Co . v. 
Bausch & Lomb Inc., 15 USPQ2d 1525, 1528 (Fed. Cir. 1990). In apparatus, article, and 
composition claims, intended use must result in a structural difference between the 
claimed invention and the prior art in order to patentably distinguish the claimed 
invention from the prior art. 

It is noted that, the floating gate in Shum's device stores a digital data, so the 
memory cell in Shum's device is inherent functioning as an imaging cell as claimed. 

Regarding claim 2, as shown in Shum's Fig. 8, the second depth is substantially larger 
than the first depth. 
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Allowable Subject Matter 

3. Claims 3-10 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

4. The following is an examiner's statement of reasons for allowance: Shum 
appears to be the closest prior art reference. However, this reference fails to teach a 
control gate. Prior art of record fails to teach or suggest to incorporate this limitation into 
Shum to arrive at the claimed device. 

Conclusion 

5. Papers related to this application may be submitted to Technology center (TC) 
2800 by facsimile transmission. Papers should be faxed to TC 2800 via the TC 2800 
Fax center located in Crystal Plaza 4, room 4-C23. The faxing of such papers must 
conform with the notice published in the Official Gazette, 1096 OG 30 (November 15, 
1 989). The Group 281 1 Fax Center number is (703) 872-9306. The Group 281 1 Fax 
Center is to be used only for papers related to Group 281 1 applications. 

6. Any inquiry concerning this communication or any earlier communication from 
the Examiner should be directed to CUONG Q NGUYEN whose telephone number is 
(571) 272-1661. The Examiner is in the Office generally between the hours of 6:30 AM 
to 5:00 PM (Eastern Standard Time) Monday through Thursday. 
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7. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor Eddie Lee who can be reached on (571) 272-1732. 

8. Any inquiry of a general nature or relating to the status of this application should 
be directed to the Technology Center Receptionists whose telephone number is 308- 
0956. 




Primary examiner 



2/22/05 



